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I. Afgritech’s Statement of Material Facts and the Record that Contradicts Evonik’s

Factual Allegations

1. Afgritech Ltd. was formed in 2006 as a company jointly and equally owned by Carrs

Milling Industries PLC (“CMI”) and Afgri Ltd. (“Afgri”), and is engaged in the business of

manufacturing feed supplements/animal feed.  See Exhibit A, Declaration of Christopher Holmes

in Support of Applicant’s Opposition to Opposer’s Motion for Summary Judgment (“Holmes”) ¶4.

2.  CMI is a corporation organized under the laws of the United Kingdom, which has a long

history and substantial experience in the agriculture field, and specifically in the field of animal feeds

and feed supplements.  Holmes ¶2.

3. Afgri Ltd.is a South African company also with a long history of manufacture in the

animal feeds business.  Holmes ¶4.  In 2006, Afgri Ltd. acquired ownership of European Community

Trademark Application No. 5084116 for the mark AMINOMAX.   Holmes¶4.  The owners of

Afgritech decided to use that as a trademark for a particular feed and feed supplement in the United

States.  Holmes ¶4.  

4. On or about June 14, 2006, Afgritech Ltd. decided to apply for registration of the marks

AMINOMAX and AMINOGREEN in the United States for feed supplement/animal feed.  Holmes

¶5.  AMINOGREEN is intended to reflect Afgritech’s commitment to developing and producing

“green” and environmentally friendly products.  Id.  As such, Afgritech’s Chairman instructed legal

counsel on June 14, 2006 to prepare the U.S. trademark applications, which he personally signed on

June 18, 2006.  Holmes ¶5.  The U.S. application for AMINOGREEN was filed as application serial

number 78/917,849 on June 27, 2006.  See Exhibit A to Opposer’s Motion for Summary Judgment.
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5. At the time the US trademark application was filed, Afgritech Ltd. intended to make both

the AMINOMAX and AMINOGREEN products in the United States.  Holmes ¶6.  Afgritech Ltd.

already had formulations for the AMINOMAX product and, thus, AMINOMAX was anticipated to

be the first of these to products to be produced in the United States.  Id.; Exhibit B, Declaration of

Richard Wark in Support of Applicant’s Opposition to Opposer’s Motion for Summary Judgment

(“Wark”), ¶3.  The AMINOMAX product is currently being manufactured in the United States,

England, South Africa and Argentina.  

6. Afgritech planned that the AMINOGREEN product was going to be a product developed

for manufacture only in the United States and not Europe (at least under the AMINOGREEN name).

 Holmes ¶7.  The AMINOGREEN animal feed/feed supplement product was going to be a new

bypass protein product that was going to be developed for the US market by Agricultural Modeling

and Training Systems, LLC (AMTS) under the direction of Dr. Tom Tylutki.  Id.  The concept for

the AMINOGREEN product was a new one, embodying a novel concept which Dr. Tylutki conveyed

to us in June of 2006.  Id.  It was determined to pursue this novel concept for a feed

supplement/animal feed product under the AMINOGREEN name at the time the name was adopted.

Id.  

7. In 2006, Dr. Tylutki provided Afgritech with a plan for proceeding with the US

commercialization of the AMINOMAX, and was tasked with also devising conceptual development

of the AMINOGREEN product.  Holmes ¶8; Exhibit C, Declaration of Thomas P. Tylutki in Support

of Applicant’s Opposition to Opposer’s Motion for Summary Judgment (“Tylutki”), ¶3.  The

AMINOGREEN product was intended to be produced in a new facility located in the United States

that Afgritech was having built.   Holmes ¶8; Tylutki ¶9; Wark ¶4.  The new U.S. facility would
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initially manufacture the AMINOMAX product, for which formulations were already in hand, and

then proceed with producing prototype by-pass products to which the AMINOGREEN name would

apply.  Holmes¶8; Tylutki¶7; Wark¶4.  

8. Dr. Tylutki has been steadfast through the years in developing the secret AMINOGREEN

formulation and has provided documentation evidencing his work over the years.   Tylutki¶¶3-7;

Wark ¶4.  He helped devise Afgritech’s Business and Marketing Plan dated September 30, 2008.

[Holmes, Exhibit 1]. 

9. To accomplish the goal of manufacturing the AMINOMAX product in the U.S. and to

develop the AMINOGREEN product in the US, Afgritech set upon converting a preexisting feed

plant in Watertown, New York for its proprietary use.  Holmes ¶9; Wark ¶3.  

10. It was expected that the plant construction would be completed by August 1, 2009, but

Afgritech experienced an unexpected delays in acquiring the property arising in part from a title

issue.  Holmes ¶10; Tylutki ¶8.  The property was ultimate acquired on August 8, 2010.    Holmes

¶10; Tylutki ¶8; Wark ¶5.  

11. During the period of October 2007 to October 2009, Holmes signed five requests for

extension of time to file the Statement of Use in application serial number 78/917,849, each reciting

product/service research and development as the reason for the requests.  Exhibit A to Opposer’s

Motion for Summary Judgment.

12. While Afgritech was able to introduce the AMINOMAX feed and feed supplements into

the United States in 2010 by importing the product it from the U.K., it did not have the capacity to

produce the AMINOGREEN product before the facility in Watertown had been fully converted. 

Holmes ¶11; Tylutki ¶7; Wark ¶5.  The AMINOMAX product imported from the U.K. bears a label
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as shown in the AMINOMAX registration file, appended hereto as Exhibit D; whereas the current

AMINOMAX label for product produced in the U.S. is attached as Exhibit E.  Between 2010 and

2011, Afgritech faced a number of setbacks in construction and bringing the plan on line.  Wark ¶5.

Thus, Afgritech was unable to meet the final deadline of May 8, 2010 in which to file its Statement

of Use for AMINOGREEN.

13. While Dr. Tylutki was to continue conceptual development of the product Afgritech

intended to label under the AMINOGREEN name, the delay in acquisition and completion of the

plant in Watertown postponed the time when prototype production and testing could commence. 

Holmes ¶11.   As a result, though Afgritech continued to have a real and bona fide intent to use the

mark AMINOGREEN on the feed supplement/animal feed, delays in the acquisition of the

Watertown  plant prevented Afgritech from producing a product on which the AMINOGREEN name

could be used.  Id.  

14. In late July 2010, Mr. Wark, President and CEO of Animal Feed Supplement, Inc. (a

wholly-owned subsidiary of CMI)  was acting in a consulting capacity for Afgritech Ltd., and1

expressed his desire to re-file the U.S.  application for AMINOGREEN.  Holmes ¶12; Wark ¶8.  

Mr. Holmes concurred and signed the second application on July 29, 2010.  Holmes ¶12.

15. In 2010 after filing the second application ser. no. 85/096,047 for the mark

AMINOGREEN, Afgritech LLC was formed as a wholly-owned subsidiary of Afgritech Ltd. to

oversee construction and operation of the Watertown  plant.  Holmes ¶13.  Mr. Wark was designated

as President and CEO of Afgritech LLC and was directly responsible for construction and bringing

the plant into operation.  Id.  During this time, Dr. Tylutki was to continue development of the
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AMINOGREEN formulation, but Afgritech wanted to wait to produce any prototype products until

the Watertown  plant was fully operational.  Id.  

16. During the remainder of 2010 and most of 2011, Afgritech continued to experience delays

in construction.  Holmes ¶14.  For example, shortly after acquisition of the Watertown  property, the

decision was made to change from a cook-pot-type of production to an expander.  Id.  Afgritech

anticipated having the equipment produced for installation so that construction could begin on

January 1, 2011 and completed by July 15, 2011.  Id.  This proved impossible.  Id.  Further delays

included delay in deliveries of equipment to be installed, such that the aniticipated commissioning

date was delayed to October 16, 12 weeks behind even our revised schedule. Id.  Finally, Afgritech

officially announced the opening of the plant held its“Grand Opening” on November 17, 2011. 

Holmes¶14; Tylutki ¶8.  Nonetheless, Afgritech was not satisfied with the levels of by-pass it was

producing.  Id.  Meanwhile, the trademark application for AMINOGREEN was published for

opposition on January 1, 2011.  Exhibit F, U.S. PTO TARR page for Serial No. 85096047.

17. While Afgritech was able to make some limited production of the AMINOMAX product

in the latter part of 2011 at the Watertown plant, it experienced control issues, programming issues,

expander issues, and problems with leaking pipes and faulty vales in our process system.  Wark ¶6.

This resulted in changes to the production process with longer retention times in early 2012.   Id. 

18. The decision was made to pull out the old retention vessel and make and install a new

vessel.  Tylutki ¶8.  This was delivered in late March 2012 and commissioning trials commenced

on April 19.    Id.; Wark ¶6.  Final testing was positive, and Afgritech received the approval for full

production on Thursday, May 3, 2012 of the AMINOMAX feed supplement/animal feed product.

Wark ¶6.
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19. Notably, up to that time, Afgritech had spent about $5 million dollars on renovating the

Watertown plant.   Holmes ¶15.  The plant was finally re-commissioned the plant in the first week

of May, 2012.  Id.; Tylutki ¶8. 

20. During 2011, Afgritech began selling AMINOMAX product produced in the Watertown

plant.  Holmes ¶15.  Sales of the AMINOMAX product in the first fiscal quarter of 2011 exceeded

$100,000 and sales are expected to increase now that the plant is fully operational.  Id.  As currently

formulated, AMINOMAX is primarily intended for consumption by dairy cattle.  Id.  AMINOMAX

has been promoted in the United States through the website www.aminomax.com, through trade

shows or other trade venues such as the Northeast Agriculture and Feed Alliance Summer Meeting

in June of 2011, the Vermont Feed Dealer Meeting in September of 2011, the Cornell Nutrition

Conference in October of 2011, the Dairy Challenge in October of 2011, the Cornell Feed Dealer

Meeting in November of 2011, and the Northeast Agriculture Feed Alliance Annual Meeting in

February 2012, and though trade publications in the dairy cattle industry such as Country Folks,

Dairy Herd Management, Feedstuffs, Hoards Dairymen, and Progressive Dairymen.  Id.  Afgritech

Ltd. expects to sell and promote AMINOGREEN in a similar manner as both AMINOMAX and

AMINOGREEN are intended to be by-pass protein feed supplement/animal feed products.  Id.  

21. Internal development of the AMINOGREEN name at Afgritech have regularly been

through oral discussions, other than the trademark application file history for AMINOGREEN.

Holmes ¶17; Wark ¶9.  For instance, Mr. Holmes has discussed the AMINOGREEN trademark with

Denis Daly, who was the president of Animal Feed Supplement, Inc. in 2006, Hinner Koster of Afgri

Limited, and Ron C. Wood when Afgritech decided to file the initial application.  Id.  He has also

discussed the name with Tom Tylutki and Dick Wark among others after that initial decision to file.

http://www.aminomax.com,
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Id.; Wark ¶¶4 and 9.   The AMINOGREEN has been consistently used to identify the new bypass

product under development by Dr. Tylutki. Holmes ¶17; Wark ¶4. 

22. Dr. Tylutki recalls viewing slides with the AMINOGREEN trademark sometime since

2006, but does not recall other documents.  Nevertheless, he has been aware that the new product

formulation was identified internally by the AMINOGREEN designation in oral discussions.

23. Throughout the period from June of 2006 to the present, Afgritech has continuously

maintained its intention to use the AMINOGREEN trademark.  Holmes ¶18.  That is, since June 14,

2006 continuously to the present, Afgritech Ltd. has intended to produce, market and sell feed

supplement/animal feed products in the United States under the AMINOGREEN mark.  Id.  And,

specifically, Afgritech had a bona fide intent to use the AMINOGREEN mark on the date it filed the

second application.  Wark ¶9.

24. Now that the plant is fully operational, Afgritech is ready to proceed with producing test

quantities of the new by-pass product which Afgritech intended to market under the AMINOGREEN

name.   Holmes ¶16; Wark ¶7.   With the advent of the opposition to the AMINOGREEN mark by

Evonik Degussa, however, Afgritech has decided to continue product development, but will likely

delay introduction due to uncertainty of the availability of the AMINOGREEN name and the

exposure to potential liability in litigation for trademark infringement.  Holmes ¶16; Wark ¶7.

25. In Europe, the parties have had prior trademark disputes.  Exhibit G, Response to

Interrogatory No. 39; Exhibit H, Evonik Degussa GmbH v. Afgri Operations Ltd., No. R 548/2009-2,

Decision of the Second Board of Appeal for the Office of Harmonization in the Internal Market

dated March 22, 2010.  
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26. Afgritech Limited has filed a European Community Trademark (CTM) Application,

Serial No. 010251288 for the mark AMINOMAX GREEN for similarly-described goods in

International Classes 5 and 31 on September 8, 2011.  Evonik instituted Opposition No. 001963803

to this CTM application.  Exhibit I, OHIM Status Page re Evonik Degussa GmbH v. Afgritech

Limited, dated 5/22/12 at http://oami.europa.eu/CTMOnline/RequestManager/en_Detail_NoReg.
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II. Argument

A. Introduction

For decades, Afgritech’s owners have both manufactured and sold livestock feed and

feed supplements in Europe, South America, and Africa.  In an attempt to enter the U.S.

market, Afgritech was formed and has invested millions of dollars over the last six years

to construct a state-of-the-art facility for product development and manufacturing of its

revolutionary AMINOGREEN feed supplements.  Opposer has theorized that Afgritech

lacks a bona fide intent to use the mark.  In light of significant evidence of Afgritech’s

commitment to manufacture and sell its AMINOGREEN product in the U.S. combined

with its long-time experience in the relevant field, is Opposer entitled to summary

judgment on the basis that it lacks a bona fide intent to use AMINOGREEN?  

Genuine issues of material fact remain in dispute and, therefore, summary judgment in favor

of Opposer, Evonik Degussa GmbH is improper.  The evidence establishes that, as a matter of law,

Afgritech possessed the requisite bona fide intention to use the AMINOGREEN trademark in

connection with the goods in the opposed application when it was filed.  Moreover, it continues to

have a bona fide intent to use the mark with all of the goods identified therein.

Evonik’s recitation of the facts are both overstated and misleading; it shines a spotlight on

certain milestones not yet accomplished.  The parties have only engaged in written discovery and,

thus, it is not surprising that essential facts demonstrating Afgritech’s commitment to the

AMINOGREEN mark have not heretofore been discovered.  

Afgritech proceeded along parallel and cooperative paths–securing the mark through the

trademark application process and developing the product to bear the mark.  The unfortunate delays

in the product development process as outlined herein delayed the corresponding use of the

AMINOGREEN mark. Such delays do not equate to a lack of bona fide intent.  A thorough and

objective review of the facts reveals that Afgritech, indeed, possessed the requisite bona fide intent
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to use its proposed trademark, AMINOGREEN.   Thus, Opposer’s Motion for Summary Judgment

must be denied.

B. The Standard for Summary Judgment Must be Examined First.

As the movant of summary judgment, Evonik has the burden of establishing the absence of

any genuine issues of material fact and that it is entitled to judgment as a matter of law.  See Fed. R.

Civ. P. 56(c).  All doubts as to whether any factual issues are genuinely in dispute must be resolved

against the moving party and all inferences must be viewed in the light most favorable to Afgritech

as the non-moving party.  See Olde Tyme Foods Inc. v. Roundy=s Inc., 961 F.2d 200 (Fed. Cir. 1992).

Briefs filed in accordance with Trademark Rule 2.1.28(a) and (b) are appropriate when genuine

issues of material facts are in dispute because the Board may properly resolve those factual disputes.

In considering the propriety of summary judgment, however, “the Board may not resolve disputed

issues of material fact; it may only ascertain whether such issues are present.”  See Opryland USA

Inc. v. Great Am. Music Show, Inc., 970 F.2d 847 (Fed. Cir. 1992).   In fact, Evonik’s burden in

establishing grounds for summary judgment is greater that the evidentiary burden at trial.  Gasser

Chair Co. Inc. v. Infanti Chair Mfg. Corp., 60 F.3d 770 (Fed. Cir. 1995).

 Evonik has not met its burden in establishing that it is entitled to judgment as a matter of law.

Evonik has failed to establish that there is no genuine issue of material fact that Afgritech had the

requisite bona fide intent at the time in which she filed its trademark application.  Given the paucity

of evidence submitted by Evonik on this issue, and in view of Afgritech’s documentation and

business activities, it is fundamentally evident that objective evidence of Afgritech’s intent to use

AMINOGREEN is sufficient to defeat the present motion for summary judgment.  Accordingly,

Evonik’s motion for summary judgment should be denied.
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C. The Burden of Proving that No Genuine Issue Exists about Afgritech’s Lack of

Bona Fide Intent Is Difficult.

As a general rule, the factual question of intent is particularly unsuited to disposition on

summary judgment. See Copelands’ Enter., Inc. v. CNV, Inc., 945 F.2d 1563, 20 USPQ2d 1295

(Fed. Cir. 1991), (citing KangaROOS U.S.A., Inc. v. Caldor, Inc., 778 F.2d 1571, 1575, 228 USPQ

32, 34-35 (Fed. Cir.1985) (citing Pfizer, Inc. v. Int’l Rectifier Corp., 538 F.2d 180, 185, 190 USPQ

273, 277 (8th Cir.1976), cert. denied, 429 U.S. 1040, 97 S.Ct. 738 (1977) (“summary judgment is

inappropriate where issues of fact, intent [and] good faith ... predominate”)); Albert v. Kevex Corp.,

729 F.2d 757, 763, 221 USPQ 202, 207 (Fed. Cir. 1984). (“Intent is a factual matter which is rarely

free from dispute.... [C]utting off Albert's right to trial on the issue was improper.”)).  Because

genuine issues of material facts persist here, summary judgment in Evonik’s favor would be

inappropriate.

Evonik has the initial burden of demonstrating by a preponderance of the evidence that

Afgritech lacked a bona fide intent to use the mark with the identified goods.   Boston Red Sox

Baseball Club LP v. Sherman, 88 USPQ2d 1581, 1587 (TTAB 2008).  If Evonik meets that initial

burden of proof, the burden of production shifts to Afgritech to rebut Evonik’s prima facie case by

offering additional evidence concerning the factual circumstances bearing up its intent to use its

mark in commerce.  See Commodore Elec. Ltd. v. CBM Kabushiki Kaisha, 26 USPQ2d 1505, 1507

n. 11 (TTAB 1993).

When considering whether an applicant has a bona fide intention to use the mark in commerce,

any such determination is to be a fair, objective determination based on all the circumstances.  Lane,

33 USPQ2d at 1355.  
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In determining the sufficiency of documentary evidence needed to demonstrate a bona

fide intent, the Board has held that the Trademark Act does not expressly impose ‘any

specific requirement as to the contemporaneousness of an applicant’s documentary

evidence corroborating its claim of bona fide intention.  Rather, the focus is on the

entirety of the circumstances, as revealed by the evidence of record. ‘

Padres v. Munoz, 2010 WL 1720596 at *2 (TTAB 2010).  See also  Trademark Law Revision Act

of 1988 (“TLRA”); Senate Judiciary Comm. Rep. on S. 1883, S. Rep. No. 515, 100th Cong., 2d

Sess. 23 (1988) (the statute and legislative history of the TLRA is silent about the particular type or

quantum of objective evidence that an applicant must produce to corroborate or defend its claimed

bona fide intention to use the mark in commerce).  Rather, the legislative history of the TLRA

provides several specific examples of objective circumstances which, if proven, “may cast doubt on

the bona fide nature of the intent or even disprove it entirely.” S. Rep. 515 at 23.

For example, the applicant may have filed numerous intent-to-use applications to register the

same mark for many more new products than are contemplated, numerous intent-to-use applications

for a variety of desirable trademarks intended to be used on [a] single new product, numerous intent-

to-use applications to register marks consisting of or incorporating descriptive terms relating to a

contemplated new product, numerous intent-to-use applications to replace applications which have

lapsed because no timely declaration of use has been filed, an excessive number of intent-to-use

applications to register marks which ultimately were not actually used, an excessive number of

intent-to-use applications in relation to the number of products the applicant is likely to introduce

under the applied-for marks during the pendency of the applications, or applications unreasonably

lacking in specificity in describing the proposed goods. S. Rep. 515 at 23-24.  None of those

circumstances exist here.



Should Evonik’s Reply Brief contain arguments about the evidentiary value or merit of those2

documents, Afgritech reserves the right to request leave to file a sur-reply, should it be deemed

necessary.
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D. Objective Evidence Establishes that Afgritech Had a Bona Fide Intent to Use

AMINOGREEN Trademark in Commerce

At the outset, Evonik has attempted to portray Afgritech as a company that has done nothing

to develop its AMINOGREEN product.  Evonik’s position rests solely on the fact that Afgritech has

not produced traditional marketing development documents bearing the AMINOGREEN traemark.

Indeed, Evonik only recently asserted that Afgritech lacked a bona fide intent to use the

AMINOGREEN mark when it sought to amend its Notice of Opposition.  Afgritech now addresses

this new ground of opposition as an opportunity to provide information not material or not requested

during the discovery period, and which substantiates the efforts to put the AMINOGREEN mark into

use as recited n the extension requests and its bona fide intent to use the mark upon filing the second

application.  Afgritech is also simultaneously supplementing its Initial Disclosures, identifying

potential witnesses and documentation in light of the addition of this new basis for opposition.  2

Regardless, Evonik has not made a prima facie case that Afgritech lacked or lacks the bona fide

intent to use AMINOGREEN in commerce.  Initially, Afgritech is not required to prove it has begun

use of the mark in commerce.  Rather, the legislative history of the TLRA makes clear that the

opposition procedure is intentionally placed prior to when an applicant is required to use a mark in

an intent-to-use application:  “Subjecting an intent-to-use application to the opposition process

before the applicant makes use of its mark is essential if the system is to achieve its goal of reducing

uncertainty before the applicant invests in commercial use of the mark.’”  S. Rep. No. 515 at 32. 

See also Eastman Kodak Co. v. Bell & Howell Doc. Mgmt. Pdt. Co., 994 F.2d 1569, 26 USPQ2d
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1912, 1916 (Fed. Cir. 1993).  “The Senate was careful to caution that an applicant can ‘safely’ state

its bona fide intention to use a mark ‘without having taken concrete steps to create and introduce a

new product, provided that in fact it intends to use the mark.” 3 McCarthy on Trademarks and

Unfair Competition § 19:14 (2010).  

Evonik distorts the record by claiming that Afgritech has failed to use the mark for six years.

But the application at issue here was filed in 2010.  Contrary to Evonik’s interpretation of the law,

evidence of an intent to use must relate to the time of filing the application at issue.  3 McCarthy on

Trademarks and Unfair Competition § 19:14 (2010).   Moreover, Evonik disregards that Afgritech’s

launch of AMINOMAX in the United States will significantly expedite the launch of its

AMINOGREEN product into the market, now that the feed plant is operational.  Here, the record

here shows that Afgritech was actively engaged in developing its business, including the acquisition

and development of real property, which is affirmed in sworn declarations and in documentation.

This was a necessary precursor before it could begin promoting the AMINOGREEN product.

This is not a case where the applicant lacks documentation or failed to engage in business

development activities. For instance, Afgritech has produced many documents pertaining to the

acquisitions and construction if its new feed plant in Watertown, New York, and development of its

proprietary product formulation, which constitutes credible, objective corroboration of its statement

in the application that it had a bona fide intention to use the mark in commerce.  Statement of Facts

[“SOF”¶¶12-23].   In fact, its activities throughout the development phase of its U.S. business

substantiate its good faith intent in seeking to register its proposed trademark.  Notably, Afgritech

has not merely memorialized highly conceptual ideas for development of AMINOGREEN; rather,

it has been mired in the acquisition and development of the manufacturing facility and focused on
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research and development of the product formulation to the tune of millions of dollars.  [SOF ¶¶15-

19]. 

 It is particularly telling that Afgritech filed its new application in July 2010, only a month after

the first application lapsed and a month prior to securing title to the Watertown plant.  Afgritech did

not abandon its intention of using AMINOGREEN.  There is no significant period of time between

the expiration of the first application and the second.  Moreover, Afgritech filed its second

application for the mark even before gaining title to the facility at issue.  [SOF ¶14].  These facts

highlight Afgritech’s commitment to the AMINOGREEN trademark.  

Afgritech’s application has only been pending since July 2010, and was not published until

January 2011.  [SOF ¶16].  Afgritech’s U.S. plant is up and running now. [SOF ¶20].  Thus, there

is only 22 months between the application filing date and the date in which Afgritech could have

fully commercialized the AMINOGREEN product.   Furthermore, had this application not been

opposed, the Notice of Allowance would have likely issued in March or April 2011.  Of course,

applicants are provided with up to five six-month extensions, if necessary.  And Afgritech may have

only needed to file one such extension request, if that.  This is not unusual in the field of trademark

prosecution.

This is not a case where the applicant is attempting to break into a market or business where

it has no prior experience.  Unlike Evonik, Afgritech has a business history firmly grounded in the

field of livestock feed and feed supplements.  Evonik would be hard pressed to prove otherwise:

! Afgritech was founded by two successful feed supplement manufacturers operating on

three continents.   [SOF¶2].  Afgritech has filed applications with state departments of

agriculture  for its commercial feeds. [Exhibit J].
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! And Afgritech has successfully sold its AMINOMAX products in the United States.  As

evidenced by Afgritech’s sampling of documents produced in this opposition, it has 

" created labeling [Exhibits D and E].

" trade show artwork [Exhibit K]. 

" advertising [Exhibit L], and

" specification sheets [Exhibit M].

! Afgritech has attended trade shows [Exhibit N].

! Afgritech has sold livestock feed and feed supplements in the U.S. [Exhibit O].  Indeed,

this is a field in which the company is familiar and has already sold similar products

under the AMINOMAX mark via importation and domestic manufacture. [SOF ¶16]. 

This is not a case where the applicant lacks knowledge about the targeted class of consumers

for its goods.  Rather, in responding to discovery, Afgritech identified that it intends to promote and

sell its AMINOGREEN products to dairy farmers, sellers of animal foodstuffs, including livestock

feed and animal feed supplements, and ruminant animal feed manufacturers. Exhibit G, Response

to Interrogatory No. 35.

Afgritech is not only a result of collaboration between two well-established feed manufacturers,

but it has already begun selling similar products under the AMINOMAX mark in the U.S.  This is

corroborated by sworn testimony and invoices.  [SOF ¶20].  

This is not a case where the applicant has failed to identify or research trade channels and

advertising channels.  Afgritech’s sworn declarations, documents and discovery responses all show

that it is a subsidiary of companies that already sell and promote feed supplements.  And Afgritech’s
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AMINOGREEN product will be sold through similar trade channels and promoted through similar

methods.  [SOF ¶20]. 

Additionally, Afgritech identified in discovery responses that it Afgritech states that its

intended channels of distribution in the United States for AMINOGREEN are sellers of animal

foodstuffs, including livestock feed and animal feed supplements throughout the United States.

Afgritech’s current geographical areas of trade are New York, Maine, Pennsylvania, Connecticut,

Massachusetts, New Hampshire and Vermont. [Exhibit G, Response to Interrogatory No. 33].

All of Afgritech’s business development activities, as evidenced by supporting documentation,

controvert Evonik’s blanket allegations that Afgritech took no steps to develop its business under

the trademark AMINOGREEN.  And all of these activities and documents were sufficiently

contemporaneous to the application filing date.

Notably, Evonik has not and cannot point to any persuasive evidence that Afgritech was

attempting to merely reserve the term or that there was any other defensive motivation.  There is also

no evidence that Afgritech has, in any way, abused the intent-to-use process by filing multiple

applications for the same mark for many goods, filing many marks for the same goods, reserving

many descriptive terms, filing an excessive number of applications, or filing applications lacking in

specificity.  3 McCarthy on Trademarks and Unfair Competition § 19:14 (2010).  

Rather, in support of its position, Evonik argues that the absence of various documents proves

that Afgritech did not have a bona fide intent to use the mark.  It is not surprising that there would

be little development of the brand due to the manufacturing delays.  Creating labels, packaging,

promotional materials, etc. would be premature when the product was not ready to be produced or
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sold.  Afgritech, in line with its planning, needed to be able to produce a feed supplement product

before promoting it.  

Similarly, the fact that Afgritech did not have any evidence of a trademark search has no

bearing on whether it had a bona fide intent to use the mark when it filed its second application for

AMINOGREEN.  At that time, Afgritech had owned a prior application for AMINOGREEN, and

it would be necessarily expected that Afgritech would have commissioned a trademark search upon

filing the second application at issue.  

Finally, Evonik relies heavily on case law that does not address any fact patterns that are

similar to the circumstances here.  For instance, Evonik frequently points to a non-precedential

decision by the Board, SmithKline Beecham Corp. v. Omnisource DDS, LLC, 97 USPQ2d 1300

(TTAB 2010).  Procedurally, that case was decided at the trial brief stage–not analyzing the standard

for granting a motion for summary judgment.   And while the Board found that the applicant lacked

the requisite bona fide intent to use the mark, the absence of evidence in that case actually highlights

the value of Afgritech’s evidence submitted here.  Unlike the SmithKline applicant, Afgritech has

provided a significant record consisting of business plans, which though not mentioning the

AMINOGREEN mark, identifies the products to be produced at the just-completed Watertown plant.

Afgritech provides herewith three declarations that detail information about acquisition and

construction of the feed plant, and plans to manufacture, test market, develop and promote the bypass

protein product that will be known as AMINOGREEN.   Unlike the SmithKline applicant, Afgritech

has not had a chance to provide trial testimony on the issue.   

Evonik also relies on other inapposite cases.  In Commodore Elec. Ltd. v. CBM Kabushiki

Kaisha, the applicant “could produce not one piece of paper from its files to establish any real
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intention to use [the trademark] on any of the many goods covered in the opposed classes.” 26

USPQ2d 1505, 1507 (TTAB 1993).  Conversely, Afgritech has provided such documentation,

combined with the sworn declarations of three individuals, to corroborate its intention.

Similarly, Research in Motion Ltd. v. NBOR Corp. is equally unavailing.  That decision issued

after trial briefing, and the Board found that the applicant lacked a bona fide intention to use the

mark at issue.  In that case, however, the applicant had (1) filed multiple different marks for the same

or similar goods, (2) filed three identical applications for the opposed mark, and (3) the only

documents identified to evidence the applicant’s intent were not produced due to attorney-client

privilege.  92 USPQ2d 1926, 1930 (TTAB 2009).  None of these circumstances exist here

Furthermore, it is important to note that Afgritech’s concern about potential litigation with

Evonik justifies restraint in launching the AMINOGREEN product under that name. Evonik and

Afgritech have previously been engaged in at least two trademark disputes. [SOF ¶25].  And, of

course, Evonik instituted this opposition proceeding against Afgritech’s trademark application.  As

such, its decision to pause until the present dispute is resolved is both warranted and reasonable.  See

Anderson, Clayton & Co. v. Christie Food Products, Inc., 1987 WL 154085 at *4, 4 USPQ2d 1555,

1559 (TTAB 1987) (“once applicant was appraised of a possible challenge to its rights in the mark,

it was justified in putting any marketing plans ‘on hold.’”).  

Although not precedential, the Board’s decision in Educational Testing Services v. Training

& Development Corp, is persuasive here.  2001 WL 199816  (TTAB 2001).  In that case, the opposer

made the same argument being lodged here, arguing that the applicant’s failure to start its program

for its mark pending the resolution of the trademark dispute was an untenable position.  The Board

stated:
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Opposer’s argument that applicant did not act to finance and develop the mark is

unpersuasive.  In the situation present in this case, applicant was justified in putting its

development and financing plans for this mark on hold. 

Id., 2001 WL 199816 at *11.

E. Conclusion

Afgritech has been proceeding along two parallel paths – product development and product

name acquisition.  As reflected by the Declarations of Richard Wark, Thomas Tylutki and

Christopher Holmes, the general nature of the product to be associated with the AMINOGREEN

mark was identified in 2006.  The Declarations also explain that product development to include

producing a prototype product which could be tested required that Afgritech have its own facility

operational.  Unlike the AMINOMAX product which was already formulated in Europe, the

AMINOGREEN product needed to be developed.  However, while Dr. Tylutki continued to work

on formulations, delays in acquisition and construction at the Watertown, N.Y. plant thwarted even

prototype product production.  The facts detailing these delays expressed in the Declarations of

Richard Wark, Thomas Tylutki and Christopher Holmes are consistent with the extensions of time

filed in the first AMINOGREEN application.  Because the AMINOMAX product was already

formulated and in production in Europe, Afgritech was able to import the AMINOMAX product into

the U.S. and thus use the mark notwithstanding these delays.  Such was not the case for

AMINOGREEN.  

The second path, that of a product name, was a function of the filing of the first application for

AMINOGREEN, and by necessity the second application.  It is only logical that when the product

to be identified was only a conceptual formulation that there would be no labels, marketing material

or the like.  Only in fiction (e.g., the movie “Lover Come Back” with Rock Hudson and Doris Day)
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does one advertise a product which doesn’t exist.  Once the product was finally produced and tested,

it could be married with the AMINOGREEN name which was identified and the intention to use it

expressed by Christopher Holmes, the Chairman of Afgritech, when he signed each of the

applications and extensions.  The present facts are  logical and consistent with a bona fide intent to

use the AMINOGREEN mark, and distinguishable from those previously considered on the subject

of whether, at the time of filing of the second application, an applicant possessed the requisite intent

to use the mark.

This is not a case where an applicant is registering defensive marks, multiple marks for the

same goods, or otherwise negligently filing trademark applications.  Afgritech’s narrative here is

compelling based on the significant work it has taken to enable Afgritech to move forward with the

AMINOGREEN product.  Thus,  Evonik’s perception of the facts are contradicted by business

records and discovery responses, as well as the sworn statements of three individuals.  In short, due

to the highly fact-intensive nature of this dispute, which facts favor Afgritech, Evonik’s motion

should be denied.
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